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DETAILED ACTION 

Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: "14" and "72" described on page 6 of the specification and reference sigh 
"90" is not n figures 1 or 2 as discussed in the specification on page 4. Corrected « 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. Each drawing sheet submitted after the 
filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1 .121 (d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

Specification 

2. The disclosure is objected to because of the following informalities: The 
reference numbers "14", "72" and "90' are not shown in the drawings as discussed in 
the specification. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1,9-11 and 30 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Rupprecht (5,669,371 ). 

5. In reference to claim 1 , Rupprecht discloses an engraver apparatus comprising a 
carrier having at least one wheel (23) and a main body (1), the main body including a 
vacuum mount (20), a hand-held engraver (2, 24 and 25) mounted to the carrier, the 
hand-held engraver being oriented to provide a narrow cut in a working surface and a 
handle (12 and 13) attached to the main body of the carrier. 

6. In reference to claim 9, Rupprecht further discloses a collection tube (21 ) 
connecting to the vacuum mount (20) of the carrier and it would be inherent that the 
vacuum tube would connect to some type of vacuum that would create the suction for 
the collection tube and collect loose particles. 

7. In reference to claim 1 0, Rupprecht further discloses that the main body (1 ) of the 
carrier defines an interior and an exhaust port (between main body and vacuum 
mount)), the vacuum mount (20) and collection tube (21) providing flow communication 
between the vacuum and the interior of the main body for evacuation of particles 
loosened by the engraver. 
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8. In reference to claim 1 1 , Rupprecht further discloses that the main body defines 
an enclosure having a bottom perimeter, and further including a particle containment 
arrangement that contains particles loosened by the engraver within the enclosure (fig. 
2). 

9. In reference to claim 30, the method of engraving a concrete working surface 
using the apparatus of Rupprecht would inherently comprise providing an engraver 
apparatus, the engraver apparatus including a carrier having a main body (1 ) defining 
an enclosure, a handle (12) extending from the main body, and a vacuum mount (20), a 
hand-held engraver (2, 24 and 25) and a vacuum (as discussed supra) having a 
vacuum tube (21 ), attaching the vacuum tube to the vacuum mount of the carrier, 
mounting the hand-held engraver to the main body of the carrier, operating the hand- 
held engraver and evacuating particles loosened by the hand-held engraver by 
operation of the vacuum. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 1 -5, 7, 8, 20, 21 , 24 and 26 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Chiuminatta (5,056,499) in view of Due (Pub.No. 2003/0127904). 
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12. In reference to claim 1 , Chiuminatta discloses an engraver apparatus comprising 
a carrier (10) having at least one wheel (14, 16, 18, 20) and a main body (12), a hand- 
held engraver (32) mounted to the carrier, the hand-held engraver being oriented to 
provide a narrow cut in a working surface and a handle (58) attached to the main body 
of the carrier. Chiuminatta, however, fails to disclose that the main body includes a 
vacuum mount. Due discloses an apparatus for mounting a hand-held grinding tool that 
comprises a vacuum mount (134) for attachment to a vacuum (14) to collect loose 
debris that may effect the function of the hand-held tool or may create hazardous 
working conditions for an operator such as flying debris, inhalation of dusty air, or 
slippery surfaces. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the engraver apparatus of Chiuminatta 
with a vacuum mount on the main body attach a vacuum to collect any loose debris 
caused by the operation of the tool. 

13. In reference to claim 2, Chiuminatta further discloses that the hand-held engraver 
is removable from the carrier as a separate, operable unit including an elongated 
housing (32) having a handle portion (56) and a rotary head (34) interconnected to the 
elongated housing. 

14. In reference to claim 3, Chiuminatta fails to disclose a switch or a power source 
for the motor (32) of the engraving tool. Due discloses an operating switch (82) for the 
separate, operable unit (76) that must inherently be electrically connected to the power 
cord (110) to properly function. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the engraver tool 
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of Chiuminatta with a power cord to provide power and an operating switch to control 
the power source supplied to the tool. 

15. In reference to claim 4, Chiuminatta further discloses a mounting arrangement 
(42, 44 and 46) that detachably mounts the hand-held engraver to the carrier. 

16. In reference to claim 5, Chiuminatta fails to disclose that the mounting 
arrangement is adjustable, the hand-held engraver being mountable to the carrier in a 
plurality of positions relative to the working surface. Due discloses a mounting 
apparatus that detachably mounts the hand-held tool and is adjustable to mount the tool 
in a plurality of positions relative to the working surface. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
the engraver tool of Chiuminatta with a mounting arrangement similar to the one 
disclosed by Due to allow for the hand-held tool to be mounted in a plurality of positions 
to provide the operator with the ability to adjust the tool to produce the desired finish on 
the working surface. 

17. In reference to claim 7, the adjustable mounting arrangement of Due is also 
capable of accepting varying sizes of tools, therefore, the same mounting arrangement 
applied to the apparatus of Chiuminatta would be capable of accepting varying sizes of 
hand-held engravers. 

18. In reference to claim 8, the adjustable mounting arrangement of Due includes 
first and second brackets (45 and 88), each of the first and second brackets having a 
horizontal slot (42 and 148, respectively) to vary the distance between the first and 
second brackets to accept varying sizes of hand-held engravers. 
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19. In reference to claim 20, Chiuminatta further discloses that the carrier includes 
two wheels (18 and 20) positioned adjacent a first end of the carrier, each of the two 
wheels extending outward from opposite sides of the carrier. 

20. In reference to claim 21 , Chiuminatta further discloses that one (1 8) of the two 
wheels extends a distance farther from the respective side of the carrier than the other 
wheel. 

21 . In reference to claim 24, Chiuminatta discloses a carrier (10) for use with a hand- 
held engraver (32), the carrier comprising an enclosure (40 and 12) having a rear region 
and a front region, an engraver mount (42, 44 and 46) for detachably mounting the 
hand-held engraver to the enclosure, a handle (58) attached to the enclosure for moving 
the carrier during operation of the detachably mounted hand-held engraver and at least 
one wheel (14, 16, 18 or 20) attached to the enclosure to accommodate the movement 
of the carrier during operation. Chiuminatta, however, fails to disclose a vacuum tube 
mounting arrangement for attaching a vacuum tube to the enclosure. Due discloses an 
apparatus for mounting a hand-held grinding tool that comprises a vacuum tube 
mounting arrangement (134) for attaching a vacuum tube (58) to the enclosure to collect 
loose debris and it would be have been obvious, in view of Due to provide the apparatus 
of Chiuminatta with a similar vacuum tube mounting arrangement (134) for attaching a 
vacuum tube (58) to the enclosure to collect loose debris, as discussed supra. 

22. In reference to claim 26, Chiuminatta fails to discloses a particle containment 
arrangement but Due further discloses a particle containment arrangement (83) for 
containing particles and dust within an interior of the enclosure (the enclosure fully 
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covers the working part (85) of the tool and would therefore prevent at least some of the 
particles and dust from leaving the enclosure before entering the vacuum tube. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the enclosure of Chiuminatta such that it fully enclosed the 
working part of the hand-held engraver tool, as taught by Due, in order to prevent at 
least some of the particles and dust from leaving the enclosure so that more of the 
particles and dust may be collected by the vacuum tube than if the enclosure was open 
on any side of the working part of the tool. 

23. Claims 1, 15 and 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson (5,429,420) in view of Due (Pub. No. 2003/0127904). 

24. In reference to claim 1 , Johnson discloses an engraver apparatus comprising a 
carrier (10) having at least one wheel (18, 20, 22, 24) and a main body (12), a hand- 
held engraver (14 and 16) mounted to the carrier, the hand-held engraver being 
oriented to provide a narrow cut in a working surface and a handle (89) attached to the 
main body of the carrier. Johnson, however, fails to disclose that the main body 
includes a vacuum mount. Due discloses an apparatus for mounting a hand-held 
grinding tool that comprises a vacuum mount (134) for attachment to a vacuum (14) to 
collect loose debris that may effect the function of the hand-held tool or may create 
hazardous working conditions for an operator such as flying debris, inhalation of dusty 
air, or slippery surfaces. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to provide the engraver apparatus of 
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Johnson with a vacuum mount on the main body attach a vacuum to collect any loose 
debris caused by the operation of the tool. 

25. In reference to claim 1 5, Johnson further discloses that the engraver apparatus 
includes a stop (knobs 62 and slots 58 are adjustable to change the orientation of 
wheels 8 and 20 with reference to the main body such that the wheels act as the stops) 
positioned on the carrier that limits a depth of engraving provided by the hand-held 
engraver. 

26. In reference to claim 17, Johnson further discloses that the main body defines an 
interior and an exterior, the main body further including a slot extending from the 
exterior to the interior of the main body. The slot, which extends from the exterior to the 
interior of the main body to allow a drive shaft (101 ) to pass from the outside to the 
inside, is best shown in figure 5c. 

27. In reference to claim 1 8, Johnson further discloses that the hand-held engraver is 
mounted at the slot such that a disc of the hand-held engraver is positioned within the 
interior of the main body and a housing (16) of the hand-held engraver is positioned at 
the exterior of the main body. 

28. In reference to claim 1 9, Johnson further discloses that the slot is located in a 
recess (formed by part 74 of the main body as seen in figure 8) found in the main body 
of the carrier. 



29. Claims 1,16, 20, 24 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berger (6,478,666) in view of Due (Pub.No. 2003/0127904). 
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30. In reference to claim 1 , Berger discloses an engraver apparatus comprising a 
carrier (9) having at least one wheel (2) and a main body (1), a hand-held engraver (12) 
mounted to the carrier, the hand-held engraver being oriented to provide a narrow cut in 
a working surface and a handle (3) attached to the main body of the carrier. Berger, 
however, fails to disclose that the main body includes a vacuum mount. Due discloses 
an apparatus for mounting a hand-held grinding tool that comprises a vacuum mount 
(134) for attachment to a vacuum (14) to collect loose debris that may effect the function 
of the hand-held tool or may create hazardous working conditions for an operator such 
as flying debris, inhalation of dusty air, or slippery surfaces. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
provide the engraver apparatus of Berger with a vacuum mount on the main body attach 
a vacuum to collect any loose debris caused by the operation of the tool. 

31 . In reference to claim 1 6, Berger further discloses that the main body of the carrier 
includes a recess (between 22 and 8 in fig. 3) sized for receipt of the hand-held 
engraver. 

32. In reference to claim 20, Berger further discloses that the carrier includes two 
wheels positioned adjacent a first end of the carrier, each of the two wheels extending 
outward from opposite sides of the carrier. 

33. In reference to claim 24, Berger discloses a carrier (9) for use with a hand-held 
engraver (12), the carrier comprising an enclosure (6) having a rear region and a front 
region, an engraver mount (1 9-22 and 1 1 ) for detachably mounting the hand-held 
engraver to the enclosure, a handle (3) attached to the enclosure for moving the carrier 
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during operation of the detachably mounted hand-held engraver and at least one wheel 
(2) attached to the enclosure to accommodate the movement of the carrier during 
operation. Berger, however, fails to disclose a vacuum tube mounting arrangement for 
attaching a vacuum tube to the enclosure. Due discloses an apparatus for mounting a 
hand-held grinding tool that comprises a vacuum tube mounting arrangement (134) for 
attaching a vacuum tube (58) to the enclosure to collect loose debris and it would be 
have been obvious, in view of Due to provide the apparatus of Berger with a similar 
vacuum tube mounting arrangement (134) for attaching a vacuum tube (58) to the 
enclosure to collect loose debris, as discussed supra. 

34. In reference to claim 25, Berger further discloses that the engraver mount is 
configured to detachably mount the engraver in a generally vertical orientation. 

35. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chiuminatta (5,056,499) in view of Due (Pub.No. 2003/0127904) as applied to claim 4 
and further in view of Johnson (5,429,420). 

36. The obvious combination of Chiuminatta and Due, as discussed supra, fails to 
disclose that the adjustable mounting arrangement includes brackets having vertical 
slots to mount the hand-held engraver at various heights relative to the working surface. 
Also discussed supra are the vertical slots disclosed by Johnson for mounting the hand- 
held engraver at various heights relative to the working surface. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to provide the mounting brackets of Due with vertical slots to allow the height of the 
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hand-held engraver to be adjusted in order to allow the operator to set the height of the 
engraver to adjust the depth of the cut to provide the working surface with a desired 
finish. 

37. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rupprecht ('371 ) as applied to claim 1 1 and further in view of Santos (5,908,224). 

38. Rupprecht fails to disclose that the particle containment arrangement includes 
brushes located along a majority of the bottom perimeter of the enclosure. Santos 
discloses an engraver apparatus with a vacuum system to collect debris and provides 
brushes along the majority of the bottom of enclosure (1 1 ) to help collect any loose 
debris and move it towards the vacuum collection device and to help prevent any debris 
from being thrown out of the enclosure. Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to provide brushes to the 
majority of the perimeter of the enclosure of Rupprecht, as taught by Santos, to help 
collect any loose debris and move it towards the vacuum collection device and to help 
prevent any debris from being thrown out of the enclosure. 

39. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rupprecht ('371) as applied to claim 1 and further in view of Chiuminatta (5,579,753). 

40. Rupprecht discloses that the main body has a rear region and a front region but 
fails to disclose that the main body further includes an opening at the front region to 
monitor operation of the engraver apparatus. Chiuminatta (753) discloses an 
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apparatus to provide a narrow cut in a working surface and teaches that openings may 
be provided around the cutting blade of the tool that are covered with a see through 
guard to allow the operator to monitor operation of the engraver (col. 31 , lines 50-56). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide an opening in the front region (closest to the operator) of 
the enclosure of Rupprecht with an opening covered by a see through guard, as taught 
by Chiuminatta (753), to allow the operator to monitor operation of the engraver 
apparatus while still being protected from any flying debris. 

41 . Claim 14 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Rupprecht ('371) in view of Chiuminatta (5,579,753) as applied to claim 13 and further 
in view of Mertes (5,21 5,071 ). 

42. The obvious combination of Rupprecht and Chiuminatta, as discussed supra, 
fails to disclose a light positioned to illuminate the area adjacent to the opening at the 
front region to assist in monitoring operation of the engraver. Mertes discloses a riding 
pavement saw with a spotlight (46) mounted at the front area to illuminate the work area 
(col. 4, lines 42-43). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to provide a spotlight, as taught by Mertes to 
illuminate the area adjacent to the opening (only place the light would reach the 
engraver blade because other than the opening, the blade is covered by the enclosure) 
at the front region of the Rupprecht and Chiuminatta combination to assist in monitoring 
operation of the engraver. 
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43. Claims 22 and 23 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Berger (6,478,666) in view of Due (Pub.No. 2003/0127904) as applied to claim 20 
and further in view of Farenholtz (Pub. No. 2002/01 0661 9 A1 ). 

44. In reference to claim 22, the obvious combination of Berger and Due, as 
discussed supra, discloses a wheel positioned adjacent to a second end (opposite the 
first end) of the carrier fails to disclose that the wheel is a ball wheel. Farenholtz 
teaches that a ball wheel is movable in any direction, therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide a 
ball wheel in place of the wheel of Berger, adjacent to the second end of the carrier, so 
that the carrier would be easier to move in any direction by the operator. 

45. In reference to claim 23, the ball wheel (replacing the single wheel closest to the 
engraver blade of Berger) adjacent to the second end and the two wheels positioned 
adjacent to the first end of the carrier are arranged in a triangular configuration. 

46. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chiuminatta (5,056,499) in view of Due (Pub.No. 2003/0127904) as applied to claim 24 
and further in view of Santos ('224). 

47. The obvious combination of Chiuminatta and Due, as discussed supra, fails to 
disclose that the particle containment arrangement includes brushes located along a 
majority of the perimeter of the enclosure. Santos discloses an engraver apparatus with 
brushes along the majority of the bottom of enclosure (1 1 ) to help collect any loose 
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debris and move it towards the vacuum collection device and to help prevent any debris 
from being thrown out of the enclosure, as discussed supra. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
provide brushes to the majority of the perimeter of the enclosure of the Chiuminatta and 
Due combination, as taught by Santos, to help collect any loose debris and move it 
towards the vacuum collection device and to help prevent any debris from being thrown 
out of the enclosure. 

48. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chiuminatta (5,056,499) in view of Due (Pub.No. 2003/0127904) as applied to claim 24 
and further in view of Chiuminatta (5,579,753). 

49. The obvious combination of Chiuminatta ('499) and Due, as discussed supra, 
discloses that the main body has a rear region and a front region but fails to disclose 
that the main body further includes an opening at the front region to monitor operation of 
the engraver apparatus. Chiuminatta (753) discloses an apparatus to provide a narrow 
cut in a working surface and teaches that openings may be provided around the cutting 
blade of the tool that are covered with a see through guard to allow the operator to 
monitor operation of the engraver (col. 31 , lines 50-56). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
an opening the enclosure in the front region (closest to the operator) of the enclosure of 
the Chiuminatta ('499) and Due combination with an opening covered by a see through 
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guard, as taught by Chiuminatta (753), to allow the operator to monitor operation of the 
engraver apparatus while still being protected from any flying debris. 

50. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berger 
(6,478,666) in view of Due (Pub.No. 2003/0127904) as applied to claim 24 and further 
in view of Mertes (5,215,071 ). 

51 . The obvious combination of Berger and Due, as discussed supra, fails to 
disclose a light attached to the handle. Mertes discloses a riding pavement saw with a 
spotlight (46) mounted at the front area to illuminate the work area (col. 4, lines 42-43). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the Berger and Due combination with a spotlight to 
illuminate the work area, as taught by Mertes. It further would have been obvious to 
attach the spotlight to the handle of the Berger and Due combination because it is the 
only location that is far enough from the work area to produce a large area of light and it 
would be easier for the operator to reposition the light or turn the light on and off. 

Conclusion 

52. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure, lida (Pub.No. 2001/0003983A1), Yamami (6,047,693), Duncan 
(5,074,044) and Gnazzo (6,318,352) all disclose hand-held engravers with vacuum 
systems and Halstead (6,349,712) and Bearden (6,112,736) disclose apparatus' for 
mounting hand-held tools to provide a narrow cut in a working surface. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bryan R Muller whose telephone number is (571 ) 272- 
4489. The examiner can normally be reached on M-Th and every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph J Hail III can be reached on (571) 272-4485. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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